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This is a decision on an appeal fromthe final rejection
of clainms 1 through 6 which are all of the clains remaining in
t he application.

The subject matter on appeal relates to a process for
sel ective catalytic reduction of nitrogen oxides from exhaust
gases using pul sed superstoichionetric addition of NH; or NH;-
rel easi ng substances. Cains 1 and 5 are representative of
this appeal ed subject matter and read as foll ows:

1. A process for selective catalytic reduction of
ni trogen oxi des from exhaust gases, using pul sed
superstoi chionetric addition of NH, or NH;-rel easing
subst ances, which conprises controlling the pul sed
superstoi chionmetric addition of NH, in such a way that, after
it has started, the addition is interrupted again only when
the amount of NH, stored in the catal yst has reached a
specific upper threshold value which is predetermned in
accordance with the catal yst properties and the catal yst
vol une, the anobunt of NH, stored being cal culated fromthe
di fference between the netered anobunt of NH, and the anount of
NQ, separated off, which is determ ned fromthe NQ
concentration in the exhaust gas and the average degree of
separation, and the addition of NH, is resuned only when the
amount of NH, stored in the catalyst, which is determ ned in
the sane way, has reached a predeterm ned | ower threshold
value, this pulsed addition of NH, being interrupted after a
predet erm ned nunber of cycles until the anpbunt of NH, stored
in the catalyst, which is determ ned in the manner descri bed,
has conpletely reacted, this conpleting one entire cycle of
the pul sed addition of NH,.

5. The process of claim1l, wherein the NQ, concentration
downstream of the catalyst is neasured and the interruption in
NH, netering after the predeterm ned nunber of cycles does not
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continue until the NH, stored in the catal yst has conpletely
reacted but the addition of NH;, is resunmed when the NQ
concentrati on downstream of the catal yst exceeds a
predeterm ned t hreshol d val ue.

The following prior art is relied upon by the exam ner as
evi dence of obvi ousness:
Brand et al. 4,963, 332 Cct. 16, 1990

The admtted prior art described on pages 1 through 3 of the
appel l ants' specification.

Al of the clains on appeal stand rejected as foll ows:
(1) under 35 U.S.C. 8§ 112, second paragraph, for
failing to particularly point out and distinctly
claimthe subject matter which the appellants regard
as their invention;

(2) under 35 U.S.C. 8§ 112, first paragraph, as being
based upon a specification disclosure which would

not enable one with ordinary skill in the art to

make and use the here clained invention; and

(3) under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over
the admtted prior art in view of Brand.

We refer to the brief and reply brief and to the answer
for a conpl ete exposition of the opposing viewoints expressed
by the appellants and the exam ner concerning the above noted
rej ections.

OPI NI ON
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For the reasons which foll ow, we cannot sustain any of
the rejections advanced by the exam ner on this appeal.
However,
pursuant to our authority under 37 CFR § 1.196(b), we w |
make a new rejection of clains 5 and 6 under the fourth

par agraph of 35 U S.C. § 112.

The section 112, second paradraph, rejection

On page 4 of the answer, the exam ner expresses his
position concerning this rejection in the follow ng manner:
The word "predeterm ned” is indefinite, in that it
does not specifically and distinctly claima val ue

that is considered to be the invention. |If one were

to select a "predeterm ned" value equal to "0" which

woul d neet the limtations of the clains, then there

woul d be no amoni a | oadi ng and therefore the clains

woul d be unclear. The use of the word

"predeterm ned” is taken to nean nerely the

presel ecti ng of a val ue.

It is well settled that the definiteness of claim
| anguage nust be anal yzed, not under a vacuum but, always in
light of the teachings of the prior art and of the particular
application disclosure as it would be interpreted by one
possessing the ordinary level of skill in the pertinent art.
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In re Moore, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA

1971). Wien so interpreted, it is apparent that the claim
term "predeterm ned" does not "nean nerely the presel ecting of
a value" such as "0" as the exam ner urges. |I|ndeed, the
exam ner's contention that the selection of "a 'predeterm ned
value equal to '0" . . . would neet the limtations of the
claims . . . [whereby] there would be no ammoni a | oadi ng" is
entirely inconsistent wwth the appellants' application
di scl osure.

Under these circunstances, we cannot sustain the
exam ner's section 112, second paragraph, rejection of clains
1 through 6.

The section 112, first paragraph, rejection

The exam ner's nonenabl enment position, as expressed on
page 3 of the answer, is set forth bel ow

In the present disclosure, on page 3, lines 17-19,
it 1s stated that the threshold value is determ ned
i n accordance with the catal yst properties and
catal yst volunme. Wat properties of the catal yst
are used to make this determ nation and how exactly
are they correlated to the values? Due to the
unpredi ctabl e nature of catal ytical processes, it is
submtted that one of ordinary skill in the art
woul d not know whi ch specific properties could be
used to determ ne the present operating paraneters
wi t hout undue experinentati on.
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The portion of the specification disclosure above
referred to by the examner relates to the upper threshold
val ue of the ampbunt of NH, stored in the catalyst. The
appel | ants' di scl osed correl ati on between this upper threshold
anount and catal yst properties is logical and rational since
the amount of NH, that can be stored in a catalyst clearly
depends upon such properties as the NH, adsorption capability
of the particular catalyst in
question. This would have been appreciated by one with
ordinary skill in the art as evinced, for exanple, by the
teaching on lines 34 through 38 in colum 1 of Brand.

We appreciate that experinmentation nay be required in
order to determi ne the NH, anount that can be stored or
adsorbed by a particular catalyst; the appellants expressly
di scl ose as nmuch (e.g., see lines 12 and 13 on specification
page 4). Nevertheless, the nere fact that experinentation,
even a consi derabl e anount of experinentation, is involved
does not necessarily support a conclusion that the required

degree of experinentation is "undue". See In re Angstadt, 537

F.2d 498, 504, 190 USPQ 214, 219 (CCPA 1976) and Ex parte
Forman, 230 USPQ 546, 547 (Bd. Pat. App. & Int. 1986). On
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this record, the experinmentation required to determ ne the
upper anount of NH, storable in a particular catal yst appears
to be straightforward, and the exam ner has failed to present
per suasi ve argunment or evidence in support of his position
that the anpunt of experinentation would be "undue".

In light of the foregoing, we al so cannot sustain the
exam ner's section 112, first paragraph, rejection of clains 1
t hr ough 6.

The section 103 rejection

W agree with the appellants that Brand teaches away from
the exam ner's proposed conbi nation thereof with the admtted
prior art. Specifically, Brand teaches using a neasuring and
regul atory control for adding anmonia to exhaust gas in such a
manner as to avoi d anmoni a adsorption by the catal yst and the
undesirabl e effects associated therewith (see Iines 34 through
45 in colum 1 and lines 17 through 19 in colum 4 of the
reference) which is antithetical to the admtted prior art
techni que wherein the catalyst is deliberately adsorbed or
| oaded with NH,, W also agree with the appellants' basic
position that neither the admtted prior art nor Brand
contai ns any teaching or suggestion of the here clained
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features involving "predeterm ned" val ues. The exam ner's
opposing view is prem sed upon his previously discussed
unaccept abl e position that "these val ues enconpass any val ue .
[ ncluding] the value of 0" (answer, page 6).
Under these circunstances, the section 103 rejection of
clains 1 through 6 as bei ng unpatentable over the admtted
prior art in view of Brand |ikew se cannot be sustai ned.

The new rejection pursuant to 8 1.196(b)

The last 6 lines of independent claim1l define a
limtation wherein the pul sed addition of NH;, is interrupted
after a predeterm ned nunber of cycles until the anmount of NH;
stored in the catalyst has conpletely reacted. This
i ndependent claimlimtation is described on lines 5 through
24 on specification page 5 and is referred to as a "di scharge
phase" whi ch conpensates for differences between cal cul ated
and actual |oading of the catalyst wwth NH,. In contrast,
claimb5, which depends fromclaim1l, defines a limtation
wherein the claim1 interruption in NH, "does not continue
until the NH; stored in the catal yst has conpletely reacted”
but instead "the addition of NH, is resuned when the NQ

concentration downstream of the catal yst exceeds a
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predeterm ned threshold value". This claim5 limtation is
descri bed in the paragraph bridging specification pages 5 and
6 as an inproved technique for effecting the earlier nentioned
conpensati on whil e avoi di ng di sadvant ages associated with
conpletely reacting the stored NH,, It is apparent that the
limtations of independent claim1l and dependent claim5 are
i nconpati ble. Indeed, the independent claimrequirenment that
stored NH, be "conpletely reacted" is expressly repudi ated by
t he

dependent claim5 recitation that the claiml1l interruption
step "does not continue until the NH, stored in the catal yst
has conpl etely reacted"”

According to the fourth paragraph of 35 U S.C. § 112, a
dependent claim"shall . . . specify a further limtation of
the subject matter claimed . . . [and] shall be construed to
I ncorporate by reference all the [imtations of the claimto
which it refers”. As explained above, dependent claimb5 does
not further limt or incorporate by reference all the
limtations of parent claiml1l. On the contrary, this
dependent claimexpressly repudiates a limtation of its
parent claim For these reasons, we hereby invoke our
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authority under 37 CFR § 1.196(b) and reject claim5 as wel
as claim®6 which depends therefrom (and therefore exhibits the
same infirmty) for failing to conply with the fourth
par agraph of 35 U.S.C. § 112.
Sunmmar y

The decision of the examner is reversed.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8§ 1.196(b) provides that, “A new rejection shall not be
consi dered final for purposes of judicial review”

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of
the following two options with respect to the new ground of
rejection to avoid term nation of proceedings (8 1.197(c)) as
to the rejected cl ai ns:
(1) Submt an appropriate anendnent of the
clains so rejected or a show ng of facts relating to

the clains so rejected, or both, and have the nmatter
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reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

§ 1.136(a).
REVERSED; 1. 196( b)
John D. Smth )
Adm ni strative Patent Judge )
)
)
)
Bradley R Garris ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Terry J. Omens )
Adm ni strative Patent Judge )
tdc
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